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EXAMINER'S ANSWER 



This is in response to the appeal brief filed April 1 , 2002. 

(1) Real Party in Interest 

A statement identifying the real party in interest is contained in the brief. 
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(2) Related Appeals and Interferences 

A statement identifying the related appeals and interferences which will directly 
affect or be directly affected by or have a bearing on the decision in the pending appeal 
is contained in the brief. 

(3) Status of Claims 

The statement of the status of the claims contained in the brief is correct. 

(4) Status of Amendments After Final 

The appellant's statement of the status of amendments after final rejection 
contained in the brief is correct. 

The amendment after final rejection filed on April 1 , 2002 has been entered. 

(5) Summary of Invention 

The summary of invention contained in the brief is correct. 

(6) Issues 

The appellant's statement of the issues in the brief is correct. 

(7) Grouping of Claims 

Appellant's brief includes a statement that claims 1-28 do not stand or fall 
together and provides reasons as set forth in 37 CFR 1.192(c)(7) and (c)(8). 

(8) Claims Appealed 

The copy of the appealed claims contained in the Appendix to the brief is correct. 

(9) Prior Art of Record 

4,022,258 Steidley 5-1977 

(10) Grounds of Rejection 
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The following ground(s) of rejection are applicable to the appealed claims: 
Claims 1-28 are rejected under 35 U.S.C. 251 as being based upon new matter 
added to the patent for which reissue is sought. The added material which is not 
supported by the prior patent is as follows: 

Amended independent claim 1 and newly submitted claim 26 set forth "at least 
one score line positioned on said bottom", which encompasses embodiments of either 
one or a plurality of score lines extending only across the bottom. The prior patent 
provides support for only one score line extending along the side wall and across the 
bottom. The prior patent does not provide support for a plurality of score lines. The 
prior patent does not provide support for a score line positioned only on said bottom. 

Claims 1-28 are rejected under 35 U.S.C. 112, first paragraph, as containing 
subject matter which was not described in the specification in such a way as to 
reasonably convey to one skilled in the relevant art that the inventor(s), at the time the 
application was filed, had possession of the claimed invention. Amended independent 
claim 1 and newly submitted claim 26 set forth "at least one score line positioned on 
said bottom", which encompasses embodiments of either one or a plurality of score 
lines extending only across the bottom. The prior patent provides support for only one 
score line extending along the side wall and across the bottom. The prior patent does 
not provide support for a plurality of score lines. The prior patent does not provide 
support for a score line positioned only on said bottom. 
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Claims 1-25 are rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

In claim 1 line 13 the limitation "said score line" lacks a proper antecedent basis 
in the claims. 

In claim 1 , Applicant has failed to sufficiently claim the structure of "the central 
well of the cap" such that the claimed function of "only a probe with a blunt tip will 
engage the bottom at a center thereof. 

Claims 1-26 are rejected under 35 U.S.C. 112, second paragraph, as failing to 
set forth the subject matter which applicant(s) regard as their invention. Evidence that 
claims 1-26 fail(s) to correspond in scope with that which applicant(s) regard as the 
invention can be found in Paper No. 8 filed April 30, 2001 . In that paper, applicant has 
stated the prior art of Steidley cannot be anticipatory of the claimed invention because 
Steidley does not teach or suggest that the side wall of the well is formed to cause a 
probe with a blunt tip to engage a center portion of the bottom of the well, and this 
statement indicates that the invention is different from what is defined in the claim(s) 
because the structure of the claimed side wall of the well set forth in the claim is 
identical to the disclosed structure of the Steidley closure. 

Claims 1, 2, 5, 9, 15 and 16 are rejected under 35 U.S.C. 102(b) as being 
anticipated by Steidley 4,022,258. 



Application/Control Number: 09/375,164 Page 5 

Art Unit: 3727 

Steidley teaches a closure and connector therefore comprising a resilient plastic closure 
10 with a top 13, a skirt 12 with screw threads, and a central well 14 with a conical side 
wall 18, a round bottom wall 15, and a score line 15a. 
(11) Response to Argumen t 

In response to applicant's argument directed to the rejection of claims 1-28 under 
35 USC 251 and 35 USC 112, 1 st pg., the following is submitted. 

Applicant has argued that the claims are not to be limited by the disclosure of the 
preferred embodiment. Although this is true, it does not negate the requirement of 
applicant to disclose his invention. An invention must be fully disclosed in the 
specification in order for it to be claimed. The specification of the Adams 5,687,865 
patent only teaches one specific invention. No other alternatives to this 
invention/preferred embodiment are taught and/or contemplated by the specification. In 
view of this, the claims can only be directed to the one invention taught. Applicant has 
every right to claim his invention as broadly as is patentably allowed, but when the 
claims specifically set forth alternative embodiments which are not disclosed and/or 
contemplated, applicant has not met the requirements of 35 USC 251 and 35 USC 112, 
1 st pg. As stated in the rejections above and as repeated below, claims 1-28 set forth 
alternative structural embodiments which have not been disclosed. The specification of 
the Adams 5,687,865 patent sets forth in column 4 lines 52-59 that "Well 46 is formed 
with an internal scoreline 51 consisting of a first stretch 52 extending from adjacent the 
top of conical side 47 downwardly and merging with a second stretch 53 which extends 
across the bottom 48 and then merging with an upward stretch 54." The specification 
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clearly teaches only one score line in the well. The specification fails to teach or 
contemplate any option of providing more than one score line and/or how to incorporate 
more than one score line in the well that would render it self closing. The specification 
further teaches that the score line comprises three stretches. The specification fails to 
teach that the score line could comprise only one stretch that is positioned on the 
bottom and/or how the one stretch would render the well self closing. 

In response to applicant's arguments directed to the rejection of the claims under 
35 USC 102 (b), the following is submitted. 

The "limitations" which applicant is arguing, specifically that the patent to Steidley 
does not teach a well that is engaged by a blunt tip of a probe, are functional and/or 
intended use limitations. 35 USC 102 requires only that the structure of the claimed 
invention be anticipated by the prior art. The function and/or intended use of the 
claimed invention does not necessarily need to be taught by the prior art, only that the 
prior art be capable of performing the claimed function. Since the structure of the prior 
art is identical to that of the structure of applicant's claimed invention, the prior art must 
clearly be capable of performing the claimed function. If this is not the case, then 
applicant has failed to sufficiently structurally claim the invention since the function 
cannot be supported by either the prior art or the claimed invention. Since the examiner 
believes that the prior art as applied is capable of performing the claimed function, the 
rejection under 35 USC 102 is proper. Since applicant has continued to disagree, the 
examiner has set forth an appropriate rejection under 35 USC 112 2nd pg. 

For the above reasons, it is believed that the rejections should be sustained. 
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